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DETAILED ACTION 
Response to Amendment 

1 . This office action is in response to tine amendment filed on November 26, 2008. 
Claims 1-8 are pending and are rejected for reasons of record. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer In compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1 , 3, & 5 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-6 & 9 of 
copending Application No. 10/567,902. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because both Applications claims a 



nonaqueous electrolyte secondary battery comprising a positive electrode capable of 
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permitting reversible insertion and desorption of litliium, a negative electrode comprising 
a carbonaceous material capable of permitting reversible insertion and desorption of 
lithium, and a nonaqueous electrolytic solution comprising 0.1-2.0wt% of a dialkyi 
oxalate containing 8 carbons and 0.1-3.0wt% vinylene carbonate, both based on the 
weight of said nonaqueous electrolytic solution, wherein said nonaqueous electrolytic 
solution further comprises cyclic carbonate ethylene carbonate and a linear carbonate 
methyl ethyl carbonate. 

While copending Application No. 10/567,902 does not specifically claim that the 
battery comprises a separator separating the positive and negative electrodes from 
each other, one of ordinary skill in the art would understand that it is inherent that the 
battery must comprise a separator inbetween said positive and negative electrodes in 
order for the battery to function properly. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Information Disclosure Statement 

4. The information disclosure statement filed June 23, 2006 still fails to comply with 
37 CFR 1 .98(a)(2), which requires a legible copy of each cited foreign patent document; 
each non-patent literature publication or that portion which caused it to be listed; and all 
other information or that portion which caused it to be listed. Specifically copies of DE 
6951 1321 T and CN 1 1 19350 have note been received, however these references were 
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previously placed in the application file and the information referred to therein was been 
considered. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1 & 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hamamoto et al. (JP 2002-124297) in view of Noh (US 2004/0101762). 

With regard to claims 1 & 8, Hamamoto et al. teaches a nonaqueous electrolyte 
secondary battery (paragraphs [0001]-[0002]) comprising a negative electrode 
constituted of a carbonaceous material (paragraphs [0002], [0011], & [0025]) permitting 
reversible insertion and desorption of lithium, a positive electrode comprising a lithium 
metal oxide, such as LiCo02, LiMn204, or/and LiNi02 (paragraphs [0002] & [0023]) 
permitting reversible insertion and desorption of lithium, a separator (paragraphs [0026] 
& [0028]), and a nonaqueous electrolyte (paragraphs [0017]-[0020]) composed of an 
organic solvent (paragraphs [0017]-[0019]) with a solute of lithium salt dissolved therein 
(paragraphs [G020]-[0021]), wherein said nonaqueous electrolyte can contain 0.1- 
10wt% of di(2-propynl oxalate) by mass relative to the mass of said nonaqueous 
electrolyte (paragraphs [0016]-[0017]), and vinylene carbonate (VC), dimethyl carbonate 
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(DMC), diethyl carbonate (DEC), metlnyl ethyl carbonate (MEC) / ethyl methyl carbonate 
(EMC), and/or ethylene carbonate (EC) (paragraphs [0018]-[0019]), but fails to 
specifically state the amount of VC used or specifically state the ratio of VC to di(2- 
propynl oxalate). 

Noh teaches the concept of a nonaqueous electrolyte containing 0.1-50wt% of 
vinylene carbonate (VC) by mass relative to the mass of said nonaqueous electrolyte 
(paragraphs [0030] & [0039]) in addition to DMC, DEC, MEC/EMC, and/or EC 
(paragraph [0026]) and a lithium salt (paragraphs [0030]-[0031]) in order to inhibit 
swelling at high temperature and to improve cycle life characteristics of the battery 
(paragraph [00020]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to add the concept of adding 0.1-50wt% of VC of Noh to the nonaqueous 
electrolyte of Hamamoto et al. in order to inhibit swelling at high temperature and to 
improve cycle life characteristics of the battery (paragraph [00020]). 

While modified Hamamoto et al. fails to specifically state the ratio of VC to di(2- 
propynl oxalate), one of ordinary skill in the art would understand that because the 
nonaqueous electrolyte contains 0.1-10wt% of di(2-propynl oxalate) by mass relative to 
the mass of said nonaqueous electrolyte and contains 0.1-50wt% of VC by mass 
relative to the mass of said nonaqueous electrolyte, the claimed ratio of VC to di(2- 
propynl oxalate) of 1 :20 to 1 :30 is fully encompassed by the ranges taught by modified 
Hamamoto et al. 
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7. Claims 2-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hamamoto et al. (JP 2002-124297) and Noh (US 2004/0101762), as applied to claim 1 
above, and further in view of Kanekiyo et al. (JP 2002-313419). 

The disclosure of Hamamoto et al. and Noh as discussed above is fully 
incorporated herein. 

With regard to claims 2-6, Hamamoto et al. teaches that the negative electrode 
active material can be a carbonaceous material (paragraphs [0002], [0011], & [0025]) 
and that the nonaqueous electrolyte can comprise DMC, DEC, MEC/EMC, and/or EC 
(paragraphs [0018]-[0019]), but fails to teach the packing density of said negative 
electrode active material or to specifically state the amount of DEC, and EC used. 

Kanekiyo et al. teaches the concept of a carbonaceous negative electrode active 
material (graphite carbon) having a bulk density of 1 .34g/mL (paragraphs [0010] & 
[0027]) and a nonaqueous electrolyte can comprise 25-40vol% EC, 25-60vol% 
MEC/EMC, and 10-40vol% DEC (paragraphs [0006], [0011]-[0012], [0029]) in order to 
increase battery capacity and optimize the ionic conductivity / electric property of said 
nonaqueous electrolyte (paragraph [0012]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to add the concept of a negative electrode active material having a packing 
density of 1 .34g/mL of Kanekiyo et al. to the battery of modified Hamamoto et al. in 
order to increase battery capacity (paragraph [0010]). Furthermore, it would have been 
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obvious to one of ordinary skill in the art at the time of the invention to add the concept 
of a nonaqueous electrolyte containing 25-40vor/o EC, 25-60vol% MEC/EMC, and 10- 
40vol% DEC of Kanekiyo et al. to the nonaqueous electrolyte of modified Hamamoto et 
al. in order to optimize the ionic conductivity / electric property of said nonaqueous 
electrolyte (paragraph [0012]). 

8. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hamamoto et al. (JP 2002-124297) and Noh (US 2004/0101762), as applied to claim 1 
above, and further in view of Kinoshita et al. (US 2004/0091780). 

The disclosure of Hamamoto et al. and Noh as discussed above is fully 
incorporated herein. 

With regard to claim 7, modified Hamamoto et al. fails to teach a metallic case 
with the specified thickness. 

Kinoshita et al. teaches the concept of deploying a nonaqueous secondary 
battery inside a metallic case, wherein said metallic case can be made from an 
aluminum alloy sheet having the thickness of 0.5mm or less (paragraph [0034] & claim 
2) in order to provide an airtight environment for said nonaqueous electrolyte battery 
(abstract) and thereby prevent said electrodes and said electrolyte from being exposed 
to contaminants. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to add the metallic case having a thickness of 0.5mm or less of Kinoshita et al. 
to the nonaqueous secondary battery of modified Hamamoto et al. in order to provide 
an airtight environment for said nonaqueous electrolyte battery (abstract) and thereby 
prevent said electrodes and said electrolyte from being exposed contaminants. 

Response to Arguments 

Information Disclosure Statement 

9. The information disclosure statement filed June 23, 2006 still fails to comply with 
37 CFR 1 .98(a)(2). Copies of DE 6951 1321 T and CN 1 1 19350 have note been 
received, however these references were previously placed in the application file and 
the information referred to therein was been considered. 

Double Patenting 

1 0. Applicant's arguments with regard to the provisional obviousness-type double 
patenting rejection, have been fully considered but are not persuasive. While the 
Applicant asserts that there is no common assignee and no common inventors, the 
Examiner finds that two of the inventors appear to be the same on both: Abe Koji and 
Kazuhiro Miyoshi with addresses listed as Ube Industries, Ltd. 1978-10, Yamaguchi, 
Japan. Therefore, the provisional obviousness-type double patenting rejection is 
maintained. 
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Claim Rejections - 35 USC S 112 

1 1 . Applicant's arguments with regard to the rejections of claim 7, filed on November 
26, 2008, have been fully considered and the Examiner's objections are withdrawn due 
to the Applicant's amendments and arguments. 

Claim Rejections - 35 USC § 103 

12. Applicant's arguments with respect to claims 1 -7, filed on November 26, 2008, 
have been considered but are not persuasive. 

On pages 5-8 of the Applicant's Response, Applicants argue that "a person of 
skill in the art would have recognized by reading Noh [US 2004/0101762] that addition 
of VC to electrolyte does not reduce swelling of a secondary battery... [but] enhances 
swelling" (Applicant's Response, page 8) and that this argument is supported by 
comparing Examples 2 & 5 and by comparing Comparative Examples 2 & 3 in Tables 1 
and 2 of Noh (US 2004/0101762) (Applicant's Response, page 8). 

The Examiner respectfully disagrees with the Applicants argument that "a person 
of skill in the art would have recognized by reading Noh [US 2004/0101762] that 
addition of VC to electrolyte does not reduce swelling of a secondary battery... [but] 
enhances swelling" (Applicant's Response, page 8) and with Applicant's statement that 
this argument is supported by comparing Examples 2 & 5, by comparing Comparative 
Examples 2 & 3, and by comparing Examples 6 & 7 as shown in Tables 1 and 2 of Noh 
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(US 2004/0101762) (Applicant's Response, page 8) because Examples 2 and 5 of Noh 
are not truly comparable because multiple variables are varied simultaneously. 
Specifically, Example 2 contains VC while Example 5 does not, while both also contain 
different amounts of additives "Formula (5)" and "Formula (6)" (see Tables 1 & 2 of 
Noh). Similarly, Examples 6 & 7 are not comparable because multiple variables are 
varied simultaneously. Specifically, Examples 6 & 7 contain different amounts of 
additives "Formula (5)" & "Formula (6)" in addition to different amounts of VC. 
Additionally, Comparative Examples 2 & 3 of Noh are not comparable because 
Comparative Example 2 contains VC while Comparative Example 3 contains VS. 
Therefore, Applicant's argument is not persuasive. 

Furthermore, it is noted that the Applicants state in the Applicant's Response that 
"the effect of disclosed invention of Noh is enhancing electrochemical characteristics 
and preventing swelling of the battery" (Applicant's Response, page 7). 

Conclusion 

13. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 



Application/Control Number: 10/584,266 Page 1 1 

Art Unit: 1795 

extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CLAIRE L. RADEMAKER whose telephone number is 
(571)272-9809. The examiner can normally be reached on Monday - Friday, 8:00AM - 
4:30PM, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexa Neckel can be reached on 571-272-1446. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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